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Henry Wu 
09/943,483 
August 29, 2001 
FOLDING CHAIR 
Brian Green 



Group Art Unit 3611 



ON APPEAL TO THE BOARD OF PATENT APPEALS AND INTERFERENCES 

APPELLANT'S BRIEF 



Mail Stop Appeal Brief - Patents 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 



Dear Sir: 

Applicant, in the above-identified patent application, appeals the final rejection of Claims 
7-9, 12, 13, 15-21, 32 and 33 which were rejected in the Final Office Action mailed May 10, 
2005. 



I. REAL PARTY IN INTEREST 

The real party in interest is Henry Wu, the Applicant in the above-identified application. 
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II. RELATED APPEALS AND INTERFERENCES 

No appeals or interferences related to this case is currently pending. 

III. STATUS OF CLAIMS 

Claims 1-6, 10, 1 1, and 22-31 have been canceled. Claim 14 is objected to for depending 
from a rejected claim. Claims 7-9, 12, 13, 15-21, 32 and 33 are rejected and are being appealed. 

IV. STATUS OF AMENDMENTS 

No amendment has been filed since the Final Office Action mailed May 10, 2005. 

V. SUMMARY OF THE CLAIMED SUBJECT MATTER 

The claimed subject matter of the present invention generally relates to a folding chair 
having a padded sign, and is addressed by independent claims 7 and 15. 

Claim 7 recites a folding chair (300, generally described in page 13, line 1 to page 15, line 
8, in reference to Figures 6A, 6B, and 7) having a pair of spaced legs (402 and 404 in Figure 6A), 
a seat portion (424 in Figure 6A), and a back rest portion (316 in Figure 6A). The back rest 
portion (316) includes first and second edges (333a and 333b) disposed opposite each other. 
Claim 7 further recites a padded sign (312 in Figures 6 A and 6B) having a main body (380 in 
Figures 6A and 6B) comprising a panel that defines a front surface and a rear surface. The main 
body (380) includes first and second edges (see Figures 6 A and 6B) that are also disposed 
opposite each other. The padded sign (312) further includes at least one first retainer (see 
Figures 6A, 6B, and 7) that extends from the first edge of the main body (380) and has a hook 
shape (see Figures 6 A, 6B, and 7) that is biased towards the rear surface of the main body (380) 
such that the at least one hook shaped first retainer can be urged over the first edge (333 a) of the 
back rest portion (316) thereby retaining the first edge of the main body adjacent the first edge 
(333a) of the back rest portion (316) (see Figures 6A and 6B, and page 13, lines 3-5). The 
padded sign (312) further includes at least one second retainer (see Figures 6A, 6B, and 7) that 
extends from the second edge of the main body (380) and has a hook shape (see Figures 6A, 6B, 
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and 7) that is biased towards the rear surface of the main body (380) such that the at least one 
hook shaped second retainer can be urged over the second edge (333b) of the back rest portion 
(316). The first and second retainers are interconnected by the panel of the main body (380), and 
are formed from flexible material to allow installation and removal of the padded sign from the 
back rest portion of the folding chair. The padded sign further includes a padding (381 in Figure 
6 A) having an outer surface attached to the main body (380) wherein a message (see Figure 6 A) 
is inscribed on the outer surface of the padding (381) so as to be positioned in front of the front 
surface of the main body (380). 

Claim 15 recites a folding chair (300, generally described in page 13, line 1 to page 15, 
line 8, in reference to Figures 6A, 6B, and 7) having a folded and an unfolded configuration (see 
Figures 6 A and 7). The folding chair (300) comprises a back rest portion (316 in Figure 6A) 
with an upper edge (333a) and a lower edge (333b). The folding chair (300) further includes a 
sign displaying device (312) having a main body (380) comprising a panel having an upper edge 
and a lower edge. The sign displaying device (312) further includes a plurality of retainers that 
extend from the upper and lower edges of the main body (380). Each of the plurality of retainers 
has a hook shape (see Figures 6A, 6B, and 7) that can be urged over its respective edge of the 
back rest portion (316) so as to allow securing of the main body (380) to the back rest portion 
(316). The plurality of retainers include at least one upper retainer that extends from the upper 
edge of the main body (380) and at least one lower retainer that extends from the lower edge of 
the main body (380). The at least one upper retainer and the at least one lower retainer are 
interconnected by the panel of the main body (380). The sign displaying device (312) further 
includes a padding (381) attached to the main body (380) such that the main body (380) is 
interposed between the padding (381) and the back rest portion (316) and such that the padding 
(381) defines a first surface where a message (see Figure 6 A) is inscribed such that the message 
is visible when viewed from in front of the folding chair (300). 

The folding chair as claimed in Claim 7 or 15 can have a message inscribed on the 
padded sign. Thus, the padded sign provides a functionality of a removable padding that can also 
provide a visual display such as advertising. 
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VI. GROUNDS OF REJECTION 

The following rejections have been issued by the Examiner: 

Claims 7-9, 12, 13, 15-21, 32 and 33 have been rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Fitzgerald (U.S. Patent No. 1,847,605 - "Fitzgerald") in view of Neal 
(U.S. Patent No. 5,779,317 - "Neal") and Taylor (U.S. Patent No. 4,884,353). Claims 7 and 15 
are independent claims. 

VII. ARGUMENT 

The Examiner rejected independent claims 7 and 15 under 35 U.S.C. § 103(a) as being 
unpatentable over Fitzgerald in view of Neal and Taylor. For reasons discussed below, Applicant 
respectfully submits that none of the cited references, individually or in any combination, teaches 
nor makes any suggestion to modify and/or combine various features to arrive at the unique 
combination as recited in claim 7. Also, for reasons discussed below, Applicant respectfully 
submits that none of the cited references, individually or in any combination, teaches nor makes 
any suggestion to modify and/or combine various features to arrive at the unique combination as 
recited in claim 15. 

Fitzgerald 

The Examiner relies on Figures 10 and 12 of Fitzgerald as the basis for the obviousness 
rejection. Upon review of Fitzgerald, Applicant notes that the only relevant feature of Fitzgerald 
appears to be the concept of securing a display sign on the back rest portion of a chair (as shown 
in Figure 12). The "FOR SALE" sign 24 is shown to be secured to the back rest 25 by a pair of 
springs (12 in Figure 10) having hooks 7 and 8. 

The Examiner refers to the sign 24 as the main body panel. Applicant notes that in 
Fitzgerald, the sign 24 or the "main body panel" is not dimensioned to conform to the shape of 
the back rest 25. In fact, because of the nature of the spring-and-hooks assembly, it is preferable 
in Fitzgerald to have the sign 24 be wider (vertically) than the vertical dimension of the depicted 
back rest 25. To form a secure hooking of the hooks 7 and 8 over the edges of the sign 24, the 
spring 12 should preferably be stretched at least a little. However, if the sign 24 had a vertical 
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width similar to that of the back rest 25 (or the bumper 5 in Figure 3, or the lamp mounting rod 
20 in Figure 4), the spring will likely not stretch sufficiently to provide the hooking action. Thus, 
Fitzgerald does not suggest at all the concept of the main body panel being dimensioned to 
conform to the shape of the back rest. 

The Examiner also states that in Fitzgerald, the first and second retainers (hooks 7 and 8) 
extend from the first and second edges of the main body panel (sign 24). Applicant notes that 
this is not the case. The spring-and-hooks assembly is a completely separate structure from the 
main body panel (sign 24); and thus the hooks 7 and 8 cannot extend from the edges of the sign. 
The hooks 7 and 8 engage the edges, but they do not extend from the edges. 

The Examiner also states that in Fitzgerald, the main body panel (sign 24) connects the 
first and second retainers (hooks 7 and 8). Applicant disagrees - the hooks 7 and 8 are 
interconnected by the spring 12, and not by the panel/sign 24. Again, the hooks 7 and 8 engage 
the edges of the panel/sign 24, but are not interconnected by panel/sign 24. 

Based on the foregoing, Applicant respectfully submits that Fitzgerald in no way suggests 
any of the features of claim 7, other than perhaps the concept of securing a sign to the back rest 
portion of a chair. Similarly, Applicant respectfully submits that Fitzgerald in no way suggests 
any of the features of claim 15. 

Neal 

The Examiner relies on Figures 1-9 of Neal for the concepts of removably attaching a 
padded portion (30 in Figure 5) to a back rest portion (8 in Figure 1), and placing a message on 
the padded portion (Figures 7 and 9). The Examiner also relies on Neal for the concept of a 
folding chair having these two features. 

Applicant notes that Neal emphasizes a particular method of providing the removable 
padded portion to the back rest portion and the seat portion. Specifically, great emphasis is 
placed on the concept of a raised locator area (item 5 for the seat back, and item 4 for the seat 
portion, in Figure 1) that allows alignment and cooperation of the corresponding attachment 
holes 12 on the padded parts (11 and 30 in Figures 2 and 5) and the attachment holes 7 on the 
seat back and the seat portion (Figure 1). Thus, Neal teaches a concept of precise matching of 
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the padded parts to the seat back and the seat portion by a combination of the raised locator and 
the matching attachment holes. Neal achieves such precision by providing generally unnatural 
protrusions on the seat back and the seat portion, as well as requiring use of multiple fasteners. 

Applicant notes that Neal does not disclose or suggest any other method of attaching the 
padded portion to the back rest portion or the seat portion. In particular, Neal does not suggest 
the concept of hook-shaped retainers that extend from the main body of the padded sign. In fact, 
Neal may even discourage such a practice because the fit may not be precise enough. 

Based on the foregoing, Applicant respectfully submits that Neal in no way suggests the 
combination of features recited in claim 7. Similarly, Applicant respectfully submits that Neal in 
no way suggests the combination of features recited in claim 15. 

Taylor 

The Examiner relies on Figures 1 and 3 of Taylor for the concepts of a sign holder (10 in 
Figure 1) having a padding (62 in Figures 2-4) and a sign panel (14 in Figure 1). 

Applicant notes that Taylor teaches the concept of a front loading sign assembly. In 
particular, a fulcrum (60 in Figures 2, 6, and 9) is provided so as to allow a temporary 
deformation of the sign panel (14), thereby allowing a portion of the sign to be exposed for 
removal (Figures 4 and 9). The fulcrum 60 can be formed by the padding 62 (Figures 2-4). 
However, the padding 62 in Taylor is not contemplated for any form of comfort-based use. 

Applicant further notes that the sign assembly of Taylor is not contemplated for use in a 
chair setting, no less in a folding chair setting. The Taylor sign assembly provides mounting 
holes 26 (Figures 2 and 6) "for the purpose of supporting the sign assembly 10 through the 
instrumentality of screws 27 fastened into a vertical sign support wall 28." (Column 3, lines 17- 
20). 

Based on the foregoing, Applicant respectfully submits that Taylor in no way suggests the 
combination of features recited in claim 7. Similarly, Applicant respectfully submits that Taylor 
in no way suggests the combination of features recited in claim 15. 
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There is No Suggestion to Combine Fitzgerald, Neal, and Taylor 

The Examiner stated in the Final Office Action (mailed May 10, 2005) that it would have 
been obvious to one of ordinary skill in the art to modify Fitzgerald in view of Neal and/or 
Taylor to arrive at various features as recited in claim 7 and claim 15. Applicant respectfully 
disagrees with such a conclusory statement. As discussed above, each cited reference at best 
discloses one or more features that are completely isolated from the combination of features of 
claims 7 and 15. None of the references even remotely suggests extending its disclosed concept 
to the desirability of the recited combination. 

As discussed herein, Fitzgerald does not suggest at all the concept of the main body panel 
being dimensioned to conform to the shape of the back rest. Furthermore, Fitzgerald teaches use 
of completely separate spring-hooks based retainers that allow mounting to different sized 
mounting structures; and thus the hooks do not extend from the edges of the main body panel. 
Moreover, Fitzgerald does not teach or suggest retaining hooks that are interconnected by the 
main body panel, because the hooks are in fact connected by the springs to provide the intended 
functionality. 

As also discussed herein, Neal teaches a concept of precise matching of the padded parts 
to the seat back and the seat portion by a combination of the raised locator and the matching 
attachment holes. Neal achieves such precision by providing generally unnatural protrusions on 
the seat back and the seat portion, as well as requiring use of multiple fasteners. Thus, Neal does 
not disclose or suggest the concept of hook-shaped retainers that extend from the main body of 
the padded sign. 

As also discussed herein, Taylor does not teach or suggest use of its sign assembly in a 
chair setting, no less in a folding chair setting. The Taylor sign assembly is intended to be 
mounted to a support wall via screws. Taylor also does not teach the concept of hook-shaped 
retainers, or the concept of a padding on which visual signs can be inscribed. 

Based on the foregoing, Applicant respectfully submits that there is no suggestion to 
combine Fitzgerald with Neal and/or Taylor. Applicant notes that the U.S. Court of Appeals for 
the Federal Circuit has ruled that "[ojbviousness cannot be established by combining the 
teachings of the prior art to produce the claimed invention, absent some teaching suggestion or 
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incentive supporting the combination." In re Geiger, 815 F.2d 686, 2 USPQ2d 1276, 1278 (Fed. 
Cir. 1987). In the present application, none of the prior art references provides the suggestion or 
incentive. Moreover, the Examiner has not provided any support for such suggestion or 
incentive. 

Applicant further notes that the Federal Circuit has also ruled that failure of the Examiner 
to provide the necessary suggestion or motivation creates a presumption that references cited by 
the Examiner to support the obviousness rejection was based on hindsight. In re Gorman, 933 
F.2d 982, 986, 18 USPQ2d 1885, 1888 (Fed. Cir. 1991). The Federal Circuit "forbids the use of 
hindsight in the selection of references that comprise the case of obviousness." Id, 

Applicant further notes that even if Fitzgerald, Neal, and Taylor were to be combined in 
any manner, the resulting combination still would not yield all of the limitations as recited in 
claim 7. Similarly, even if Fitzgerald, Neal, and Taylor were to be combined in any manner, the 
resulting combination still would not yield all of the limitations as recited in claim 15. In a non- 
limiting example, hook-shaped retainers that extend from the main body panel of a padded sign 
constitute a feature that is not present in any combination of Fitzgerald, Neal, and Taylor. 



In view of the foregoing, Applicant respectfully requests that the rejection of claims 7 be 
reversed. Furthermore, Applicant requests that the rejection of claim 15, and the dependent 
claims that depend on claims 7 and 15, also be reversed for at least the foregoing reasons. 



Conclusion 



Respectfully submitted. 




Michael H. Trenholm 
Registration No. 37,743 
Attorney of Record 
Customer No. 20,995 
(951)781-9231 



-8- 



Appl. No. : 09/943,483 

Filed : August 29, 2001 

VIII. CLAIMS APPENDIX 

The following claims are involved in the appeal: 

Claims 1-6 (Canceled). 

7. (Previously presented) A padded sign displaying apparatus, comprising: 

a folding chair having a pair of spaced legs and a seat portion and a back rest 
portion that extends between the spaced legs wherein the back rest portion provides 
support for a person's back when sitting on the seat portion wherein the back rest portion 
includes a first edge and a second edge that is disposed opposite from the first edge; and 
a padded sign comprising: 

a main body having dimensions that conform to dimensions of the back 
rest portion such that the main body also includes a first edge and a second edge 
that is disposed generally opposite from the first edge of the main body, wherein 
the main body comprises a panel that defines a front surface and a rear surface; 

at least one first retainer that extends from the first edge of the main body, 
wherein each of the at least one first retainer has a hook shape that is biased 
towards the rear surface of the main body such that the at least one hook shaped 
first retainer can be urged over the first edge of the back rest portion thereby 
retaining the first edge of the main body adjacent the first edge of the back rest 
portion; 

at least one second retainer that extends from the second edge of the main 
body, wherein each of the at least one second retainer has a hook shape that is 
biased towards the rear surface of the main body such that the at least one hook 
shaped second retainer can be urged over the second edge of the back rest portion 
thereby retaining the second edge of the main body adjacent the second edge of 
the back rest portion, and wherein the at least one first retainer and the at least one 
second retainer are interconnected by the panel of the main body, such that the 
rear surface of the main body is positioned proximate the back rest portion of the 
chair and such that the front surface of the main body faces the person's back 
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when the person's back is supported by the back rest portion wherein the at least 
one first and second retainers are formed of a flexible material that allows the user 
to urge the at least one first and second retainers into and out of engagement of the 
first and second edges of the back rest portion to install and remove the padded 
sign from the chair; and 

a padding having an outer surface attached to the main body wherein a 
message is inscribed on the outer surface of the padding so as to be positioned in 
front of the front surface of the main body. 

8. (Previously presented) The apparatus of Claim 7, wherein the main body and the 
plurality of retainers are constructed of plastic, wherein the plurality of retainers form contiguous 
extensions from the main body. 

9. (Previously presented) The apparatus of Claim 8, wherein the main body is a l A 
inch thick plastic. 

10. (Canceled). 

11. (Canceled). 

12. (Previously presented) The apparatus of Claim 7, wherein the padded sign 
attached to the back rest portion of the folding chair is contoured to the back rest portion so as to 
retain the functional profile of the back rest portion. 

13. (Previously presented) The apparatus of Claim 7, wherein the padding is attached 
to the main body by securing the padding onto the rear surface of the main body. 

14. (Previously presented) The apparatus of Claim 13 5 wherein the padding is stapled 
to the rear surface of the main body. 

15. (Previously presented) A folding chair having a folded and an unfolded 
configuration comprising: 

a back rest portion with an upper edge and a lower edge wherein the back rest 
portion provides support for a person's back when sitting on the folding chair; and 
a main body comprising a panel having an upper edge and a lower edge; 
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a plurality of retainers that extend from the upper and lower edges of the main 
body, wherein each of the plurality of retainers has a hook shape that can be urged over 
its respective edge of the back rest portion so as to allow securing of the main body to the 
back rest portion, wherein the plurality of retainers include at least one upper retainer that 
extends from the upper edge of the main body and at least one lower retainer that extends 
from the lower edge of the main body wherein the at least one upper retainer and the at 
least one lower retainer are interconnected by the panel of the main body, and wherein the 
at least one upper and lower retainers are formed of a flexible material that allows the 
user to urge the at least one upper and lower retainers into and out of engagement of the 
upper and lower edges of the back rest portion to install and remove the main body from 
the chair; and 

a padding attached to the main body such that the main body is interposed 
between the padding and the back rest portion and such that the padding defines a first 
surface that comes into contact with the person's back when the person's back is 
supported by the back rest portion and wherein a message is inscribed on the first surface 
of the padding such that the message is visible when viewed from in front of the folding 
chair. 

16. (Original) The folding chair of Claim 15, wherein the folding chair with the sign 
displaying device attached to the back rest portion has substantially similar dimensions as a 
folding chair without the sign displaying device attached. 

17. (Original) The folding chair of Claim 16, wherein the folding chair with the sign 
displaying device attached to the back rest portion can be folded and unfolded without removing 
the sign displaying device. 

18. (Previously presented) The folding chair of Claim 17, wherein a plurality of 
folding chairs with sign displaying devices attached can be stacked together when in the folded 
configuration. 
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19. (Original) The folding chair of Claim 15, wherein a user can sit on the unfolded 
folding chair and rest the user's back on the back rest portion of the folding chair with the sign 
displaying device attached to the back rest portion. 

20. (Original) The folding chair of Claim 15, wherein the message displayed on the 
sign displaying device attached to the back rest portion enhances the appearance of the folding 
chair. 

21. (Previously presented) The folding chair of claim 20, wherein a plurality of 
folding chairs with messages displayed on a plurality of sign displaying devices enhance an 
overall atmosphere of the gathering for which the folding chairs are being used. 

Claims 22-31 (Canceled). 

32. (Previously presented) The apparatus of Claim 7 wherein the first edge of the 
backrest portion and the first edge of the main body are oriented towards the top of the backrest 
portion and the second edge of the backrest portion and the second edge of the main body are 
oriented toward the bottom of the backrest portion. 

33. (Previously presented) The folding chair of Claim 15, wherein the upper edge of 
the backrest portion and the upper edge of the main body are oriented towards the top of the 
backrest portion and the lower edge of the backrest portion and the lower edge of the main body 
are oriented towards the bottom of the backrest portion. 
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IX. 



EVIDENCE APPENDIX 



Attached hereto are copies of Fitzgerald (U.S. Patent No. 1,847,605), Neal (U.S. Patent 
No. 5,779,3 1 7), and Taylor (U.S. Patent No. 4,884,353) references. 

The Fitzgerald reference was entered into the record by the Examiner in a Non-Final 
Office Action mailed August 26, 2004. 

The Neal reference was entered into the record by the Examiner in a Final Office Action 
mailed April 27, 2004. 

The Taylor reference was entered into the record by the Examiner in a Non-Final Office 
Action mailed August 26, 2004. 
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IX. RELATED PROCEEDINGS APPENDIX 

Attached hereto are copies of In re Geiger, 815 F.2d 686, 2 USPQ2d 1276, 1278 (Fed. 
Cir. 1987) and In re Gorman, 933 F.2d 982, 986, 18 USPQ2d 1885, 1888 (Fed. Cir. 1991). 
These two cases are cited in pages 7 and 8 of this brief, under the heading " There is No 
Suggestion to Combine Fitzgerald, Neal, and Taylor. " 
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ruling on the present dispute.' . In addition, 
Beech alleges that sits* failure to assert its 
assignment claim as a counterclaim in EDO 
Corp. was based on EDO's failure to comply 
with an order of the Kansas court. As a 
matter of comity, the Court concludes that a 
determination whether an order^was violated 
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order. 9 In -addition, because the. Kansas 
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whether or not EDO Corp., is; still technically 
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•The defendants present further arguments 
that transfer is not in the interest of justice,. EDO 
suggests that the motion to transfer is a blatant 
act of forum shopping. Forum shopping is disfa- 
vored because it is a means to gain a more 
favorable result simply based on different choice 
of law rules. It is well established that manipula- 
tion of choice of law will not be -allowed as a 
result of a change of venue motion. See Schreiber 
v. Allis-Chalmers Corp.: 448 FSupp. 1079, 
1083-85 (D. Kan. 1978), rev'd on other grounds, 
611 F.2d 790 (10th Cir. 1979). This Court is 
confident that the Kansas court will not allow the 
outcome of this case to be manipulated by the 

• transfer.-- .-V,^.. ' ■^'■'■<-^r^ 

The commissioner argues that the public inter- 
est requires that, this case be resolved. As far as 
this Court can discern, the Commissioner's ' pub- 
lic interest" concerns are unaffected by a transfer 
of this caseV Regardless of 1 where this case is 
decided,it will be resolved; = ^ - n x 



court is already familiar with the complicat- 
ed issues in this case, transfer would promote 
judicial economy;* Accordingly; the Court 
concludes that \ the -interests of justice and 
judicial economy are best served by^a trans- 
fer of this case to the United StatescDistnct 
Court for the District of Kansas: ^ :; ^vv 

" III. Conclusion •• 
. [1] For the foregoing reasons,; the Court 
holds that this case should be transferred lo 
the Kansas district court pursuant to 28 
U.S.C. § 1404(a). This case could hayejbeen 
brought iri fc^ 

venue may be granted when it would further 
the convenience of the parties and witnesses, 
or the interests of justice. The' Court con- 
cludes that the greater convenience to some 
parties of litigating in Kansas rather than 
D:C. outweighs any potential inconvenience 
to other parties caused by the transfer. 
Moreover, a proper resolution of this case 
depends on an interpretation of at least two 
orders 1 by the UhitecTStates : Dis^ict :Court 
foV th6 District of , Kahsa^:^^efpre, this 
Court concludes ;triat it is in the interests of 
justice that this case be transferred to, the 
KariWcburt. i V.'; '. ^^^-^ ^^T j : 
Ttie Court will issue an Order of even date 
herewith inj accordance with the; forgoing 
Memorandum Opinion. ; : ' ;. 



:^ ri- ;•, order : . 

In kccbfdance with the ; Court's ^ Memoran- 
dum Opinion of even date herewith, it is* by 
the Court, this 75 day of February; 199 1> 

ORDERED that plaintiffs' motion for a 
change of venue shall be, arid hereby is, 
GRANTED; arid it is 1 : u y 

FURTHER ORDERED that this case 
shall be, and hereby is, transferred to the 
United States District Court for the, District 
jof Kansas pursuant^ 
arid it is • ■ 

FURTHER ORDERED that all other 
motions pending in this case shall be decided 
by trie United States District Court, for the 
District of Kansas. ,. y •. 
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1. Patentability /Validity — Obviousness — 
Combining references (§1 15.0905) 

■ rPatent and Trademark Office's reliance 
on teachings of large number of references in 
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rejecting- patent application for obviousness 
does not, without more, weigh against hold- 
ing of obviousness on appeal, since criterion 
is not number of references, but whether 
references are in fields which are same as or 
analogous to field of invention, and whether 
their teachings would, taken as whole, have 
made invention obvious to person skilled in 
that field. •./.•••// • 

2; PateitabiHty/YaUdity^ ^ Consthiction of 
claims (§115,03) ; 

Patentability/V 
Iigeneral (§115,0901) 

Claim which, describes features of inven- 
tion in great detail is nevertheless obvious in 
view of prior art, since claim that is narrowly 
and specifically drawn must still meet re- 
quirements of 35 USG 103, and details listed 
in claim are shown in references and thus do 
not contribute to unobviousness. . 

3. Patentabiuty/Validitry — Obviousness — 
Relevant prior art — Particular inven- 
tlons (§115.0903.63) i 

Patehtobitiry/VaUdiry — Obviousness — 
Combining references (§ 1 15.0905) 

Application claim for candy sucker on 
stick, molded in elastomeric mold in shape of 
human thumb, is obvious in view of pnor art, 
since all elements of claim, including molded 
lollipop having chewing gum base plug, with 
elastomeric mold serving as product wrap- 
per, and candy in shape of human thumb, are 
shown in prior art references in vanous sub- 
combinations; used in same manner and for 
same purpose as in claimed invention., 



, Newniani J. ^-o. '; y *■•*}•[ 

Jeffrey B. Gorman and Marilyn; Katz 
(hereinafter "Gorman") appeal the decision 
of the United States Patent and Trademark 
Office, Board of Patent Appeals and Inter- 
ferences (the < 4 Board"): denying patentabil- 
ity to all the claims of Gorman's patent 
application Serial No. 06/882,480, entitled 
^Composite Food Product; • We affirm; 

The Invention . . ; , 

The claimed invention is a composite can- 
dy sucker on a stick, molded in an elasto- 
meric mold in the shape of a human thump. 
During the manufacturing; process liquid 
candy is poured into the mold, and an edible 
plug of bubble or chewing gum or chocolate 
or food-grade wax is poured into the mold 
after the candy has hardened, serving as a 
seal for the end portion of the candy. A paper 
or plastic disc abuts and covers the plug. The 
mold serves as a cover that can be removed 
from the candy by means of protruding 
flanges. The coyer is described as a toy and 
novelty item"; . . L > r 

Figure 1 shows the invention in the form in 
which it is marketed. Figure 2 shows the 
cover partially removed to reveal the candy 
portion (12) and the chewable or edible plug 

(58): : - . V . ; •\' < ':: 



• Appeal from the U.S. Patent and Trade- 
mark Office, Board of Patent Appeals and 
Interferences. '_. ; 

Patent application of Jeffrey B. Gorman 
and Marilyn Katz,; serial no. 06/882,480 
(composite food product) . From decision of 
Board of Patent Appeals arid Interferences 
upholding examiner's rejection of aU claims 
in application, applicants appeal. Affirmed. 

Thomas W. Tolpin, Highland Park, 111., for 
appellant. 

Teddy S. Grori, associate solicitor (Fred E. 
McKelvey, solicitor, with him on brief), 
for appellee. ^ 

Before Rich, Newman, and Rader, circuit 
= judges. .'> • 




. The claims describe the product in detail, 
as is apparent from claim 1 6, the claim 
pressed by Gorman in this appeal: >; ' 
f 16. A composite food product, comprising: 
./.'•a candy core, saidcandy core being m a 
generally liquified form when formulated, 
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.heated, blended 
and in ;a subs tan 
dened form wh 
from said mold; 
^ : said thumb-shi 
prising; said carid 
vertical axis arid 
/shaped portion, 
tending upward 
shaped portion 
and a rigid lowei 
wardly from sai 
tibn albftg said 
portion having;* 
portion with an i 
- rigid tbp end of 
dened form and 
tending rearwar 
said rigid tip, an 
having a rigid b 
recessed bpeninj 
ceiving socket a 
, a removable r 
: substantially th 
; - material selecte 
ing, of rubber 
shell .providing 

a mold for re 
liquified candy J 
a removable c 
/tibhetf^ about ar 
form co^ 
' 'a toy arid ric 
: ur^n th6 thumb 
; from said hard< 
; candy corer 

- K said thumb-sl 

• comprising saic 
comprising a flc 
a flexible upper 
ly from said fl< 
along said ver 
lower-portion e 
said flexible j< 

% said vertical ax 
irig a flexible 

- r with an upper f 
/ ble top end oi 

convex back < 
downwardly fi 
.. said flexible;; 16 
larged bpeii e 
base having a 

• transverse cf bs 
*\ ; jportions: of .sa 
- bottom of said 
'^defining a pluj 

access opening 
fied form arid- 
candy form; ? 
? symmetricala 
ally outwardly 
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.. heated; blended and poured into a mold 
and in -a substantially thumb-shaped har- 
dened form when ' cooled and removed 
from said ? mold; J ' • ■ •, « ' 

; ' yi • : said thumbrshiaped hardened form com- 
, prising -said candy core petitioned along a 
y vertical axis ■a'nd.compHsing;:a\jrigid : joint-- 
t shaped portion, a rigid upper portion ex- 
tending upwardly frpm said rigid joint- 
shaped' ■ portion along said vertical axis; 
and a rigid lower, portion extending do wn- 
' warcjiy, from said rigid joint^haped por- 
''; tion along said vertical axis, said upper 
portion having a rigid finger nail-shaped 
portion; with an upper rigid tip. providing a 
1 rigid top end "of said thumb-shaped :har- 
0 dened form and a rigid convex back ex- 
" tending rearwardly and downwardly from 
said rigid tip, and said rigid lower portion 
having a rigid bottom end and defining a 
• recessed opehing :comprising a: handle-re- 
ceiving socket about said vertical axis; : 
; V,^a removable resilient shell comprising a 
substantially thumb-shaped, elastomeric 
: material selected; from the group consist- 
5 ing/oif rubber and flexible vplastic, said 
■= shell providing Vv , : : ; •.- : " : ■ v 

, a mold for receiving and molding said 
; liquified candy form, :\ . . I: . < '. ; '? \ 
; 1 !; y a removable outer, protective cover-posi- 
.• . tibhe^ - abput and covering said' hardened 
■ form ebmpnsing said^ core, and , 
'a toy and novelty item for placement 
; upon the thumb of the user when removed 
; ; from said hardened form comprising said 
candy core;- '" : ~ v " ^ ' ' v •;" 
" ' :i {i said thumb-shaped elastomeric material 
••' comprising said removable resilient shell 
comprisihg a flexible joint^shaped portion, 
a flexible upper portion extending upward- 
ly from said; flexible joint-shaped portion 
' along said vertical" axis, and a flexible 
lower^portioh extending downwardly from 
said flexible joint-shaped portion along 
; n said yertical axis, said upper portion hav- 
ing ;a : flexible :finger nailrshaped ^portion 
; i -with i an upper flexile ; tip providing a flexi- 
bjer top end of saiid . shell . and a flexible 
" convex back extending r^ 
. downwardly from said yflexi ble, tip,., and 
said flexible ■ lower. rjortionThaving an en- 
larged ppeh ended V diverging base, said 
base having,' a larger rcircUmferenixJ and 
transverse ^ 'cross-sectional ;area than otMer 
y portions of said' shell and providing tht 
>: bottom of said shell, said open ended base 
defining*a plugVeceiving chamber - and ah 
; access opening for entrance of said liqui- 
-y ; fied fbrm^aiid^discharge of said hardened 
* candy form; " and a set of substantially 
symmetrical^arcuate lobes extending radi- 
ally outwardly from said base, saidlobes 



"v being circumfef entially spaced from each 
other. and ; providing manually grippable 
flange portions" to facilitate manual remov- 
al bfsaid shell from said core;^ : ;\ 
/a' plug positioned in said plug-receiving 
chamber adjacent said bottom of said 
; shell, said plug abutting against the bot- 
■' : torn; of saidvcore and providing a ; cap for 
substantially plugging and sealing the 
open end of said mold ; and cover to help 
enclose: said candy core; and said plug 
: comprising a fcxxfgrade material selected 
from the group consisting of bubble gum, 
• chewing gum, chocolate; and • food grade 
wax;--' -y^p ,:. ' •:• :: 

y a handle having a connecting portion 
connected to said plug and said candy core 
;and positioned in said plug-receiving open- 
ing and haying a manually grippable han- 
dle portion extending downward from said 
connecting portion along said vertical axis; 
and y ; ■ •. •' -v'; :- r '> 

/ a substantially planar annular disk for 
: abuttingly engaging and - removably ^ seat- 
ing against said base and said lobes adja- 
■ cent said plug, said disk defining a central 
axial hole for slidably receiving said han- 
- die portion and having an outer edge with 
a maximum span larger than said access 
opening but less than the maximum diam- 
eter of said symmetrical set of lobes to 
substantially minimize the interference 
with manually gripping of said manual 
grippable flange portions of said lobes, 
said disk being of a material selected from 
; the' group consisting of paper, paperboard, 
and plastic, and providing a removable 
iclosure i member and seal for substantially 
closing said 'access opening and sealing 
said plug and said candy core within said 
shell - >r.' ^ "v : ^..- v 
The claims were rejected in view of thir- 
teen references. The primary references, pat- 
ents to Sicilian©, Gopeman, and Pooler, show 
ice creain> or^ ^ cahdj ^ ^molded : in a plastic, 
rubber or elastomeric mold; In Siciliano and 
Gbpemaifi the mold also serves as the product 
wrapperi IneSiciiiano the ice cream is poured 
into ; the mold, a stick is Inserted; the ice 
cream is hardened, and a cardboard cover 
seals the area between the* stick and the 
elastomeric wrapper. Copeman and Kuhlke 
show candy- lollipops molded in elastomeric 
molds: Copeman states that the mold may 
take '^varying shapes, such as in the form of 
fruit; or animals*' and Kuhlke discusses the 
desirability of sealing candy from the outside 
air.vln Siciliano; Gopeman" and Kuhlke, the 
mold is peeled from the J confection ; prior to 
use.-' 1 ' i.l. c ^^: ^' ; .C,-' ■ : ; -\ ■ ' - 
^The two Nolte patents teath that gripping 
flanges may be placed on an ice cream wrap- 
\ 
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per to facilitiate removal. Ahern and Kriaust 
each show: a disc-shaped seal pr cover for '.-a 
frozen confection.. Ahern shows the cover in 
conjunction with ice cream on; a stick: 1 ;; ir 

Harris shows a hollow thumb-shaped, lolli- 
pop into which the: thumb is inserted, and 
Craddock shows a thumb-shaped :' confection 
supported on a disc-shaped handle; in both 
cases without the other elements shown by 
Gorman; Fuikerson shows a candy coating 
surrounding a block of ice cream,: and a 
candy plug for retaining liquid syrup inside a 
cavity in : the ice cream. Webster shows chew- 
ing gum entirely enclosing a liquid syrup 
product. Spiegel shows a chocolate > layer 
. having an- alcohol diffusion barrier to plug 
the end of a plastic container of liqueur. 
Fuikerson; Webster and Spiegel all suggest 
the greater appeal to consumers of providing 
two different components - in the same 
confection. ••• — -.'.: ./ '.;'-.v. ; - .•• v : r-.^ ; ..-'.v ' •• 

The Board found that all of the features of 
Gorman's product were known to the art, 
and that various combinations of : these ele- 
ments existed in known similar structures. 
The Board concluded that the applicant's 
claimed combination .was suggested by and 
would have ■ been obvious in , light of; the 
references.' ' v ->..-./_ 



Discussion / 

. ' V- • . ■. A ■ - ' 

Each element of the Gorman claims is in 
the prior art, separately or in sub-combina- 
tion. Gorman argues that when it is neces- 
sary to combine the teachings of a large 
number of - references in order to support a 
rejection for obviousness under ,35; U.S.C. 
§103, this of itself weighs against a holding 
of: obviousness. ' . ■ ; C 
. [1]; The criterion; however, is not the num- 
ber of references, :but what they would; have 
meant to a person of ordinary skill, in the 
field of the invention. In ^ 
Monoclonal > Antibodies, /he., 802 F.2d 
1367,1383, 231 USPQ 81, 93 (Fed. Cir. 
1986), cert: denied, AM U.S. 947 (1987), the 
court held that a combination of about twen- 
ty: references that "skirt[ed] all around" the 
claimed invention did not show obviousness. 
In other instances; on .other facts, we have 
upheld reliance on a large number of refer- 
ences to show obviousness. ! Compare In re 
Miller, 1 59 F;2d 756, 7 58-58, 72 USPQ 51 2; 
514rl5 (GCPA 1947) (rejecting argument 
that the need, for eight references for rejec- 
tion supported patentability); with Kansas 
Jack. Inc. v. Kuhri, 719 F.2d 1 144, 1 149, 219 
USPQ 857, 860 (Fed. Cir. 1983) (where 
teachings relied upon to show obviousness 



were repeated in a number of references, the 
conclusion of obviousness was strengthened). 
See also, e g;/ In re Troiel* 274 F;2d 944, 
947, 124 USPQ 502, 504 -^GGPA H960) 
(rejecting appeliant'sargum 
ing large number of references y to; ; show 
obviousness was 5 "farfete^ 
■ Determination of whether a hew conibiriar 
tipiPpf ^^o^jpl^tnts, would have . been 
obvious to one ^rprdm on 
various^ facts, including whether the ele- 
ments exist in ^an^iojgc^sTart'^ that is, : art 
that js reasonably ■ j^rtirient : to the^ problem 
with which the inventor is concerned. In re 
beminskij 796 Fi2d 436, 442, 230 USPQ 
3J3, 315 (Fed. Cir. L986). When the refer- 
ences are all in the same or analogous fields, 
knowledge thereof by the-hyrxrthetical per- 
son of ordinary skill is presumed, In re 5er- 
/w^ 702 F.2d 989, 994; 217 USPQ 1- 5 
(Fed: Gir^l983), and the^test is whether the 
teachings of the jprior art, taken as a whole, 
would have made obvious the claimed ihveiK 
tion-See ln re Young; 927 F. 2d 588, 59 1; ; 1 8 
USPQ2d l089;ip91 (Fed. Cir. 1991)^ t 
When; it is necessary to select elements of 
various tejchmg^i in ^cirder/to/ .form the 
claimed invention, .'. We asce^n; ^whether 
toeje iii ; any su^estiph o 
priof art to ; make the selection 
applicant. Interconnect Planning Corp. v. 
F«7, 774 Flid 1 132, 1 143, 227 USI>Q.543, 
551 (Fecl.)Cir. 1985). 44 'Obviousness cannot 
be established by combining the, teaching? of 
the prior art to prpduce the claimed inven- 
tion, absent some teaching, suggestion, or 
incentive supporting the ; combinatioh. ; In 
re Boni, S1& F.2d- 831, 834, 15;,USPQ2d 
1 566, 1 56$ (Fed. Cir. 1 990) (quoting Car- 
ella vyStarlight Archery and Pro>Line )Go. t 
804 - F^d 135; 140/: 231 USPQ 644; 647 
(Fed. Cir. 1986));: ; . ' ^ -f; \ 
/The extent to which such suggestion Wust 
be explicit in, or may be fairly inferred fromi 
the references, is decided on the facts pf^ch 
case/in light of the 'prior art and its relation- 
ship to the applicant's : invention. As :in 'all 
determinations ;un^ 35; y.S;C. §lp3^the 
decisibn^aker 
ft is im^ 

gage iii ;'a hindsight ire^ 

claimed " invention, 1 using' the applicant's 

structure . as a template . and Jsel 

mentis from references Ip fill the gar^ 

connect \^lHaMn&; jW;$^ at 1 143&$3%' 

USPQ at 55 1 ' The references themselves 

must/ provide some teachingrvwhereby f the 

applicant's combination ^ 

obvious.^ ■ r-'Ji-l " ^^^ ■■ '-*&\y v j1ir ; '■ , ^«^^'^7 l '< L :!^;■T v * 
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Oorrrian argues that the references show- 
ing ice cream in a mold or wrapper on a stick 
and the references showing candy in a mold 
or wrapper on a stick are not analogous, for 
they require different conditions of produc- 
tion. However, the Cpperrian reference shows 
the close relationship of these arts, stating 
that - his elastonieric mold may be used fpr 
frozen .confections and other , solid -confec- 
tions". We conclude; that the ice cream on a 
stick and candy on a stick arts are analogous, 
and that the Siciliano* Gopeman; Pooler, and 
Kuhike references show or suggest Gorman's 
candy on a stick and covered with an elastd- 
meric mold, for w the thumb-shape is 
shown by Harris or Graddock.' / : 

The suggestion Vof : providing , a -layer of 
chewing -gurhi chocolate dn the like,, su^ 
rounding the candy core in the; area :not 
covered by the mold, to seal the candy and 
provide a second food product, is provided by 
Fulkerson, Webster, or Spiegel. The paper 
disc adjacent the base of the candy, structure 
is shown in. Ahern and Knaust. Harris and 
Graddock both show thumb^shaped icaridy. 
Gorman argues that the prior art does not 
suggest using the thumb-shaped coyer as a 
toy after the candy is removed. However, 
Copeman states that his rubber mold may be 
used as a "toy balloon" after the- candy is 
removed. Gorman argues that Graddock 
teaches away from the claimed invention 
because of Craddpck's admonition that lolli- 
pops on sticks are dangerous, to, - chiidrerii 
Hpweyer, candy on a stick is too well khown 
for this. r caution :- . , ; to^ : ^&ritnb^e 
unobviousness^ . "tV; ) ■' " ■ ■ : ■ K 

I [i]^Glaim- ^6 recites details such as a 
"joint-shaped portion", a "finger riaiP por- 
tion", an "upper portion"; a "lower portion" 
and a "convex back", as descnptiye bf the 
thumb sha^:S^ shpwh in 'the 

referehces^fahd ^ dojnot^contribute tS unob- 
viousness. A claim that is narrbwly;and spe-- 
cifically drawn must nevertheless meet the 
requirements of § 1 03 : u ^ c ;; ; rv^ ~4 */•:;. 
The mere fact that a claim recites in detail 
all pf the- features of an invention (i.e;/^ a 
\ "picture claim") is never, ih itself; justifi- 
: jcation for the allowance of such a claim; 
Manual of Patent Examining Procedure, 
§706 (Rev. 6, Oct. 1987) at p: 700-6; //i re 
Romito, 289 F.2d 518, 12? USPQ 359 
(CCPA 1 96 1 ) (rejecting a "picture claim"). 
: = [3J ; Applying the principles^ Graham v. 
John Deere* & Co.; 383 U.S. 1; 17, 148 
USPQ 459; 467 (1966), we discern all of the 
elements of claim .16, used in substantially 
the same manheri in devices in the same field 
of endeavor. The various elements Gorman 




combined: the molded lollipop with a chew- 
ing giim plug; with the mold servirig as the 
product wrapper; and candy in the shape of a 
thumb; are all shown in the cited references 
in various r subcombinations," / used ih the 
same way, for the same purpose asjn the 
claimed invention: The Board did 4ot, as 
Gorman argues, pick and choose among iso- 
lated andf inapplicable disclosures 1 in the 
prior artr jRather, the claim elements appear 
in the prior; art in the same configurations, 
serving the same functions, to achieve the 
results suggested in prior art. In re Sernaker. 
702 F.2d at 994, 217 IJSPQ at 5. The^arge 
number of - cited references does not negate 
the obviousness of the combination, for the 
prior ^art usesvthe' various elements for the 
same purposes; as they are used by appel- 
lants,: making the claimed invention as a 
whole obvious in terms of 35 U.S:G. §103. 
The Board's decision is v ■ : : 

affirmed: 
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TRADEMARKS AND UNFAIR TRADE 
PRACTICES ; :< r ; -* : • -f* ' 

1. Acquisition, assignment and maintenance 
of marks — Acquisition through use ^ 
Priority of i^(|305.0503) b ■ , 

£ 6pr^er> evidence s 
age arid promotion i of various marks using 
"Mc" formative, in association with foppos- 
, eh ? s' A tMc^nild's" f; niark in ^ adyjbrtisihg and 
at its restaurants, is sufficient to establish 
that public associates opposer with family of 
marks using "Mc" formative; fact that op- 
poser does not own trademark rights in for- 
mative alone does hot require contrary re^ 
sult^ since formative itself need not be 
trademark in order to sustain family of 
marks, nor does : existence of third party 
registrations ifor various "Mc" names defeat 
opppser ? s rights in specific family of marks in 
which >"Mc" prefix is used with generic food 
names to create fanciful words; 5 ■"■ 
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-aniiner, and the- need under the facts of 
^ this case for a carefulv interpretation of 
: >those proceedings by one of ordinary skill 
; in the arti explanatory testimony could aid 
■ the trial court' (if it had doubt) in ascer- 
i staining the scope of- the [claim], 7 
Under the circumstances of this case;- sum- 
mary judgment, should: hot have been 
granted: -v.; - r-ktf r.v ■■■ 

3 3 .i *^ t - *'ljniform Ouiet ^Diameter ; : 

c ' - MedCdmp continues tp^ adhere tdits inter- 
pretation of the phrase "uniform outer diam- 
eter'* in claim- 7 as an alternative basis for 
affirming vthe judgment 'below. MedComp 
contends that because this ^ 
added during prosecution; Howes- is estopped 
from claiming a; catheter ; with a papered 
distal 1 tip; wherefore its catheter does riot 
infringe. Thevdistrict court rejected this ar- 
gument as ;a basis for granting summary 
judgment, holding instead that it was reason- 
able to include tapered catheters within the 
scope bf claim 7. : • ; >■'••'■.: .:: 

If one thing^ is clear from the prosecution 
history of the patent, it is that Howes added 
the limitation of a. uniform outer tfiametefr at 
; the distal ^rid of the catheter tube only to 
; distinguish; ttife catheter in Bielinksi, U.S. 
Paterit No^3;437 

ances along its length. Some additional gloss 
. was placed on this language by Howes' pat- 
ent ' attorney In distinguishing the^66urhand 
catheter dun reissue, but Cpurhand'was 
1 distinguished ^ ia; riumber ; of grounds. Sjg- 

naiid ^ 

3 eter bpcly:% ;most, ; HpWes v ^ argumeht'td the 
examiner can be taken,:as surrendering from 
^ claim jbovm 

aidrig its insertion length^ 

'/ * ■ *7 , QyOther Errors /3'!^<^ 

4,5 , It is a truism that this cpurt reviews judg- 
ements,^ not opinion^ 
^Equipment - In^ v^ Cumb^ 
f F.2d 774, 781, 218 USPQ 673, (S77 (Fed. 
. (Qir. 1 983), but the district court's July 22, 

, 1985, summary judgment ^order conteins-sev- 

eral misstatements of law; which Jshould not 
f; ^yle^^khout ,cpmment7 '7 V ( ; ^ \ 7 . : 
The district court in several places appears 

to confuse claim . allowance with infringe- 
< > ment> of jthird-partyjv patents,-, stating that 
,J "Howes was compelled to amend his patent 

application to ,ayoid;infringing. prior art; pat- 
ients" and that the Howes patent was allowed 
^because; "small but significant differences 



are t enough; topreyeri 

cussing the doctrine of equivalents^ 

seems equally -confused in its observation 

that although the differences l^tween Med- 

Comp's catheter and Howes catheter were 

not great, "small changes have been enough 

to distinguish new catheters from prior art." 

It is impossible to deduce whether these 
obvious misstatements contributed to the er- 
roneous judgment ) beloW:^ Pf; ]U0wtiann 
Maschihenfdbrik GMBH v. American Hdist 
and Derrick Co;, 730 F.2d 1452, 1458; 221 
USPQ481, 485 (Fed. Cir,l?84) ("language 
in an ojj^ 

errors of law produced ah erroneous conclu- 
sion"). They do, however betray a" lack of 
familiarity witfr 

ent law Which , should be remedied on 
xeniarid.0 7 j " 7 :'-■.--,< 1 .-,\- s 

; 7/''';; ; '; > Conclusion : -;.77 

. ' [1] We hold, therefore, that the district 
court erred as a matter of law . in construing 
claim 7 as limited to Fig. 3 of the Howes 
patent based on its interpretation, of the 
words ; "joined" and "freely? ' [ as ; contained 
therein. In doing so, the district court also 
failed to recpgnize genuine issues of material 
fact surrounding the • reissue of the patent 
which make summary judgment inappropri- 
ate ih.this--'c^^'Tft e judgment of noh-ih- 
fringement of claim 7 by MedComp and 
AHS is vacated and the case is remanded for 
further consideration consistent with J - this 
opinion: -*7 ;; - f ; ' r \ -\ - 
VACATED AND REMANDED 
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7 r - No. 86-1103 ..-^V. . 
■ : 6 i Decided Apnl l^ 

PATENTS ... J: '^ J " 

1.; Patentability/ validity —-Obviousness 
Evidence of (§1 15.0903) 

- Obviousness : caiihot be established^ ^tiy 
combining teachings of prior art to; produce 



* This opinion issued as an unpublished opin- 
ion on December' 1 1; 1986. On request of -''counsel 
for appellant, it is now being reissued as a pub- 
lished opinion. . . * ;^>- 
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claimed invention, absent some teaching, 
suggestion, or incentive supporting combina- 
tion/ arid thus, although it might have been 
obvious to one skilled in art to try various 
combinations of teachings of three prior- art 
references to achieve claimed method, such 
evidence does not establish prima facie case 
of obviousness. 

Particular Patents — Corrosion inhibitor 

' Geiger;! 'application No^ 373,903, " for 
method of inhibiting scale formation on and 
corrosion of metallic parts in cooling water 
systems, Claims 43^63, arid 65-67, not 
obvious. 
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^ Appeal from United States Patent and 
Trademark Office, Board of Patent Appeals 
and Interferences. 

Application for patent of Gary El Geiger 
application, Serial No. 373^03; from affir- 
mation of rejection of claims, applicant ap- 
peals. Reversed; Newman, Circuit Judge, 
; concurring with opinion. v 

Bruce E. Peacock, Trevose, Pa, for 
vappcllarit. •> 

Robert D. Edmonds, associate solicitor (Jo- 
seph.F. Nakamura; solicitor, and Fred E 
. : . McKelyey; deputy solicitor, with him on' 
t u the bneO, for appeileei 

Before Skeltbn, Senior Circuit Judge, and 
; Newman and Archer, Circuit Judges. 

U /Archer, Circuit Judge. 

This is ah appeal from a decision of the 
United States Patent and Trademark Office 
(PTO) Board : of Patent Appeals and Inter- 
ferences (board), Appeal No. 606-09, af- 
firming -the exarniner's rejection of all re- 
maining claims, : 43r63 and . 65-67, in 
appellant's :patent application, Serial Num- 
Onkt 373,903 ('903), under 35 U.S.C. §103. 
We reverse .: 



OPINION 
Background 



iJ? e . ' 9 ? 3 application, filed on May 3, 
1982, is-directed to a method of inhibiting 



scale formation on and corrosion of metallic 
parts in cooling water systems by use of 
compositions containing (1 ) a sulfonated 
styrene/maleic: 'anhydride, (SSMA) copo- 
lymer, (2) a water soluble zinc compound, 
and (3) an organo-phosphorus acid com- 
pound or water-soluble salt thereof, v 

. In.its decision dated February 7, 1986, the 
board affirmed the examiner's rejections un- 
der 35 U.S:C § 103, finding that the claimed 
subject matter would have been obvious in 
view of various combinations of references 
but with reliance primarily upon U.S. Patent 
No. 4,209,398 issued to Ii, et al. (Ii), U.S. 
Patent No. 4,374,733 issued to Snyder, et al. 

' 733) and U.S. Patent No. 
4,255,25? issued to Hwa, et al. (Hwa) 1 

^ The Ii patent discloses use in cooling water 
systems of scale arid corrosion prevention 
compositions comprised of a rxriymeric com- 
ponent in combination with one or more 
impounds selected from the ^bup consist- 
ing of inorganic phosphoric adds an^^ 
soluble salts thereof, phosphoric acids and 
water .soluble salts: thereof, organic phos- 
phoric" acid esters arid Water soluble salts 
thereof, and polyvalent metal salts. Al- 
thpugh the Ii polymeric component may con- 
tain maleic acid and styrehe monomers, 
there is no disclosure ^of the specific copo- 
lymer, SSMAj required in applicant's 
claims. • 

. The Snyder '733 patent discloses a method 
for treating cooling water systems prone to 
scale formation by the addition of a composi- 
tion comprised of an: acrylic acid/lower al- 
kyl/tiydroxy acrylate copolymer arid another 
polymeric component^ which may be SSMA 
or a styrene/maleic anhydride (SMA) copo- 
lymer. The Snyder '733 patent notes that 
boiler arid cooling water systems share a 
common problem in regafd ; to scale deposit 
formation and that use of SMA to prevent 
scale in boiler water systems is known. 

: . the Hwa; patent is directed to a method 
for treating r boiler ^water systems that are 
prone to, scale formation by addition of a 
composition comprised of SSMA and an 
organo-phosphorus acid compound. i 

' : The remaining references, cited with re- 
spect to certain dependent claims, contain no 
suggestion to use SSMA, the specific; copo- 
lymer recited in the appealed cteimS; 

Based upon the prior art and the fact that 
each of the three components of the composi- 

• , Hwa was cited only with respect to deTCiident 
claims 47and 49^ ' .* - : ■-• S'.-n; 
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. tion used m the claimed method ^conven- 
tionally employed in the art for treating 
^jnfcwater systems, the board held that it 
would have been prima facie obvious, within 
the meaning of 35 US.C. § 103, to employ 
these oomjwnents In . combination for their 
known functions and -to optimize the amount 
of each additive. The board further held that 
date appearing in appellant's specification, 
and supplemented by w declaration submit- 
ted pursuant tp 37 C F.R. § 1 .132; provided 
insufficient evidence of honbbviousness to 
rebut the prima facie case. ; ^ 



-."V" .hv-ri-- ;", Issues', • .' 

;.: 1- Whether the board erred in finding that 
a prima facie case of obviousness was 
established.. , -r- ; ; % v"; v 

t ^. Assuming that a prima facie case of 
Obviousness was established, whether the 
bpard erred m finding that appellants objec- 
tive evidence with regard to unexpected re- 
sults was insufficient to rebut that prima 
facie case. 



.' - f " . Analysis 

Obviousness is a question of law based 
upon the factual inquiries mandated iiiGra- 
John Deere Co < -m U S. I, 148 
USPQ 459 (1966). Bausch frLomb; IncJv. 
7? r ™?:% ind / Hydrocurve, Y/w.) 796 F 2d 
^3v^, 230 USPQ 416, 419 (Fed; Gir. 
i hor a conclusion of obviousness, the 
standard.pf review is correctness or error as a 
matter of law. In re Caveney, 761 F.2d 671 
674.226 USPQ 1, 3 (Fed. Cir. 1985); hi re 
DeBlauwe, 736 F.2d 699, 703, 222 USPO 
191, 195 (Fed. Cir. 1984)! :l O 7™ 

11) | Appellant contends that the PTO 
failed;^ to establish a prima facie case of 
obviousness and, consequently, that "the 
board s affirmance of the examiner's fejec- 
♦1°"™ erro - n ?9 us ri Appellant argues; that 
the PTO s position represented hindsight re- 
construction or, at best, established that it - 
would have been "obvious to try" various 
combinations of knbwn\scale arid corrosion 
prevention agents, including thb combina- 
tion recited in the appealed claims: ^ 

v .We agree with appellant that the PTO has 
tailed to establish a prima facie case of 
obviousness, pbviousness cannot be estab- 
lished by combining the teachings of the 



prion art to produce^the claimed invention, 
absent some teaching suggestion or . incentive 
supporting tbecombination. ACS Hospital 
Systems, Inc. v, Montefiore Hospital 132 
£2*1^2, 4377, 221 USPQ 929,^3 
Cir. 1984). We afe convinced that the latter 
are not present here; ^ ; j ;;\> 

Ii does- not suggest use of SSMA as its 
claimed .polymeric component and does not 
^ e Prince of an organophosphorus 
afcid ; compound or of a zinc compound" Ii 
notes that it is difficult ; to maiilkin a p^ 
termined concentration of polyvalent metal 
ions such as the zinc (II) ion, in alkaline 
cooling water, but states that its claimed 
polymeric component prevents the "polyva- 
lent metals from becoming insoluble com- 
I* 1 ?™ ^nd -precipitating^ Although 
Snyder 733 discloses use of SSMA, it is for 
the purpose of showing that it, or one of three 
other specifically recited copolymers, inay be 
used in combination with yet another boly r 
meric component, -an acrylic acid/lower at 
kyl /hydroxy acrylate copolymer,, to prevent 
scale formation.^ With respect to claims 47 
and 49, Hwa does disclose the specifically- 
recited, organo-phosphorus acid compound. 
It provides, however, no suggestion to add a 
Tcow^P 011 ^ t0 its disclosed combination 
or pbMA and organ-oplidsphorus acid com- 
pounds, of.to use SSMA in combination with 
an organo-phwphoms acid comjwuhd in the 
treatment of a cooling Water: system, where 
the characteristics may significantly differ 
from : those, in Hwa's boiler water system 
Hwa also provides no suggestion that SSMA 
could prevent precipitation of the zinc (II) 
ion m alkaline cooling water in the manner 
asenbeel to the jwlymeric component of Ii. 

i J*^' in view of these disclosures, one 
skilled in the art might- find it obvious to try 
various combinations of these known scale 
and corrosion prevention agents. However 
this is npt the standard of 35U.SC. § 1 03 In 
re Goodwin, 516 F.2d 375; 377, 198 USPO 
l; 3 (CCPA 1978); In re Antonie, 559 F;2d 
618, 195 USPQ6 (CCPA I917);inre Tom 

(^?g6) R2d ^ USPQ 623 

Because we reverse on the basis of failure 
to establish a prima facie case of obvious- 
ness, we need not reach the issue of the 
sufficiency of the showing of unexpected 
results. . 
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Newman, Circuit Judge, concurring. 



I agree in the court's result, but respectful- 
ly dp not share the view that the PTO did not 
present a -prima facie case that the claimed 
invention 5 would have been 
of 35 t U:S,q. /;§ i J6l;; I^write :%a'raUj^ be- 
cause * this! dfetgrr^ihatibn : ot Whether a; prima 
facie;^ 
: critical d 

^r^o^ires ana bu^ 
^;^The claim^are & 

rient systehi to control scaie and cbri^ipn jh 
cooling water systems, the components feeing 
, (1 ) zinc ions, (2) a copplymer pf sulfonated 
styrene and maleicarihydride (SSMlA), and 
(3) an organophosphorus acid or "salt; A 
ithree-part systenrisdesOT thelirefer- 
etice'^^ puVppsei Jtiiiit -differ f rom 

; applicant'^ ^system in - that "the" cbjwlymer 
"c^pbnent^ 

irig'-bf'S^ referenced However, 

the Sri^^;'733^ref^rite teaches SSMA in 
^mDinatjO^^ to ^control 

scale hY; c&ling;' ^teh system^ The iise of 
SSM 

known to reyuce scale knd" sludge iri v ^oilers 
(H wa) . Hwa does not use zinc ions arid it is 
knowp that zinc ipns ; r produce ^ undesirable 
results in 7 bbilersV but ; the Ii reference; states 
that it was known to use zinc ions alone or in 
(combination with organpp^ppho a rus acids or 
salts to inhibit corrosion in croling 1 water. 



' . Thus ;each of Geigeir's ' three- ^mpjorients 
lias been descn partial 
combination^ 

] jtems^Ih my view, it wbujd'h^ 
> f acie Obvious to repla^ 

neiit of Ii with ^ the known ,swle,JrihibitPr 
LSSI^ f A r or to attd an orj^ 
v p«un4 and t ^hp ions, botE ^bwn 'cprriMion 

inhibitors^ tp SS^t^ tb ;achieye ' both Scale 
Sana; : corrosion ;Tes jstahce. , in^c^ling "water 

systems///i rekerkHoyeri, 616 !F,2d 846^ 850, 
;;2Q5 USPQ lj?6?^ |072.(CCPA 
jipsotd Mimng'i^Qnufaciurihg- 'Coffc'Ah- 
Jsul f C6^2\3 USPQ 1024, 1033-34 (ED 
tWis., i98l^^;Boar5l { so/^ld.;^;^./;/;^! 

^ The applicant, in rebutta^dfrt^ 
prima facie case, argued that his three [com- 
ponent systems exhibits superior properties, 
and that the superiority, was not obvious in 
view of the 'cited 1 refe'rehces. In support of 
this argument the applicant relied on experi- 
mental data in the specification. 

o !/;■> The sj^cification contains datafoiv the cor- 
W^ion/scale Control "capability ^of various 



; combinations of components v including data 
comparing 

cpritaining'SSMA^with other three-p^ 
Sterns; containing ^her prbferre scale^pfe- 
ivShtihg^rymersr oFthe prior art;' These data 
showed significant superiority of applicant's 
.system;* this;; was. jipt , disputed.^ The Board 
; nevertljefe 

i^as/riqitfire appHcantJdid 
jnbt;i 

,SSM A alone,: stating ; ,&aCHhe su^ripr per- 
formance-bfisuc^ 

to Jtlie sii^ribrity ;pf = SSNiJ^; vis-a-vis^ the 
pther scale-Preve^ ^ 

lagree with the Board-to the ; exteni tliat it 
would * have ; been r of J scientific interest 4o in- 
clude such date. However; asainatte^oflaw 
I beHeye that the^app^ 
reasonable and sufficient! He complied with 
the requirement ^ 
ihjg "muit be su r ^ 

sion' respecting the relative > effectiveness 'of 
appficaht'sdaimed compounds and the cbrh- 
pounds i bf the closest pribr art," 7n >e'Pay>te, 
606 R2d 303," 316; 203 USPQ 245, 256 
(GGPA 1 979);; arid must 1<4 provide an ade- 
quate basis, tpsu a legal conclusion 7 bf 
unobviousness. v In * 're Jdhn^on^ : 747' ^Flld 
1456, 1461, 223 USPQ 1260, 1264 (Fed. 

- Cir. 1 984)v The appiicant-demonstrated; the 
exceptional corrosion inhibition achieved 
with^; his s thjreejpart ^comparison 
with" systems con taining the known corrosion 

.; inhibitors zinc Jon. : and r ;pjrganbphosphorus 
compounds; He aiso^compared 'his combina- 
tion with systems containing other known 
polymeric scale v 1 inliibitprs ; such as those 
taught by 'Ii, and * deriionstirated that those 
systems did not provide' the improvement in 
Oporrosibn and scale .control achieved with the 
SSMA combination. He alsoi demonstrated 
. that neither polymaleic anhydride nor sul- 
''^n^e^^Iyaityfi&rie-'Md the sahi&Webt : bn 
^corrbsioii^ resistance ^as?^idj^^SSMA 
copolymer.; _ . :: 

f>i^ Applicant cpmpareo^hislsystem^it^ 
: most relevant prior art : ; It is hot required .that 

sthe claimed invention be compared with sub- 
ject matter that: does not exist inithe;pribr 
art. The applicant is not required to; create 

; prior vari^nor^touprpve^^ 

. ¥ ; would have been^ ;pbyiiojus'if.thejpriQF-^^eire 
different than jtactualiy^a^^^ 

The Board also upheld the exanlihef 's ad- 
lv ditional . rejection that ; ^ ^it , would . A have ^ be«n 
? obvious tp^ddzinc ibriiq-jttie t^c^^|wneht 
SSMA/phosphohatd ^ 'system ^ 

- H wa system is i for the ::FeBucti6^<q^^ : ijB'^nd 
siudgei at the high ^ temperatures bf^team 
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;i»ilers^and ( it^as ; u 

; ioa is not usable at ^^i^^mtim^k^- 
cant ; provided data showing that the' H wa 
system is relatively ineffective in a cooling 
system. -The Board did /not cpritradictj this 
pc^tici ^mi^ scieritife 

The; applicant . cornered SSX6fyph& 
phonate \(Hwa)"a 
phc^phohate/ahc^ 

system; and achieved results' tha^Hhe :B6ard 
held; sho>yed "superior F«rfofmance. >v These 
result are suffiaejSt i^ 
' jjrirha facie case vot'olmonm^^See In re be 
Blauwe,136 FM 699; 705; 222 USPQ 191, 
196t (Fed. Cir. ,1984), ;, ; / v ^ ^ ^ 

Turning to the rejection on the breadth of 
the-claim language; 4he| x limjilatipns. inthe 

: claims appear to be reasonably -c^ 

rate ;>vith the disclosure: ; Al though ; lido not 
agree^ith the applicant that it is jricumbent 
on the Commissioner, to offer "technical : evi- 
dencel\ applicant> sr^cifi examples are -il- 
lustrative of the limitations described; in t 

/specification, and are ■ npt.?ih^theInselV^fu : ^- 
ther limitations. In re Johnson^ $5% F:2d 
J.008, 101 7, 194 USPQ ; 1 87; 195 (CCPA 

: \m)i:ln re Goffe, 542 K2d 564, 567, 191 
USPQ 429, .431 (CCPA L976); u.U',; 



in yiew^fVpbintin^si# 

eral district cdurit's decision that parties* 

settlement agreement was enforceable. ,'. 



jUDIGIAL^ 
PROCEDURE 



PRAGTIGE ;;--^AND 



^1.;V]^c«iJure ^ Settlement .^ag^in^nts; 
Consent 

. . ' : (§410.43) - • — - ■ ■ "r--;; 

Federal district court did not err in finding 
that enforceable settlement agreement had 
been reached between^ paten 
parties; ^despite ^plaintiff's argument that 
agreement was "agreement t to agree" be- 
cause ho adequate drawing of noninfringing 
structure ? was prepared, since drawing: at 
issue was initialed and referenced as showing 
acceptable noninfringing structure/; & c & ■. \ i 

•REMEDIES i^x.'^'^C- - i-M • '' 
2l Moiwtiry; reniexH& ; Damages r , In 

' Defendant ari^patent : infringement suit: is 
r entitled to damages under Fed.R.App.P. 38, 




Iric;,V.&i^ 
: against the;C^uhty 

et aUfpr latent ihfrihgemerii; prom decisibn 
denying plaintiffs motion to set- ^ 
granting; defendant's motion tb enforce set- 
tlement ° • aj^eemerit, ' ; plaintiff ^ appeals. 

Affirmed. " ' ; y " s '-r'v : c-v ^ : ■ ■ 



: ^\> ;:; Cburt of Appeals, j^era|Girciyt^;: 

S and T ^Manufacturing Co: v. County* of 
- ^ ■ ^HillsbO 

w v r J Decided March 31 , 1987a MSi- ' 



ap^Ilanb. ; '. V; ' " ( 'f:^ 

Edward ' Kohclracki, 6f Kefknam; Stowell, 
; ^ondracki & Clarke, Falls Churchy Vi., 
• and George 

' Feeney^^ 

: :dracki & Clarke^ ;Fa^ 

:■; ieph SpicolaVof R^ 

; ;spn, St. ; Peters^rg,-^' Elliott 
; ; -Punn, ■ Tampi, Fla ;, With ;': them 'on; the 
( _ ; brie0, for apj^llees. ** 1 "./^-".r /.." ' V" I- . 

^fore^ Njes, tfis^ll^ and Archer, Circuit 



;S.and X Manufacturing Co.; Inc., Saul R. 
Spector; and Steep Sale^ Incl (collectively, 
S1&T) ^eek to; bvertuirn the fihil 6rder :bf the 



jSistrrct /of: Fl b r i d a V C i V i 1 v A c 1 1 on 

S&^s mbjti^ case on the district 

^urt's^riaijJcck^ thamotibn 
fil^by thcGbuiity of H 
Har-I)ee ^Ma^fac^ririg" Co;,' Plant jCity 
Steel Co.',;^ and Hunt Thick 

Sales and Sendees,; inc. (collectively, Hills- 
b^iriough) tp^en 

r merit; The district^ the 'settle- 

ment • agreement .' ^between , J SSlT ; and 
^iilsborpujgh wasjenforc^ble arid that S&T 
Jiad .foiled^to show a basis for voiding the 

^agreinfe^ ^ _ 



This case arises out of a patent infringe- 
ment; dispute, concerning U.S: jPatent No. 
3,8 1 5,764. The parties ; with their counsel 
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riiet in the trial :ju( 
ary 20, 1986, r ariii 
discussion. A parti 
ceedings reference 
tlemerit agreenienl 
cations to ;the: pre\ 
signed by the; pat 
purinjgthemeetipi 
mide 3epictiiij| as; 
agirecd would ribtii 
Thisiirifbrmal^m 
the transcfipt^Jas v 
Hillsborough preip 
sketch c^nfpnhing 
was presented to ! 
ing. S&T made 
sketch and initiale 

On March 4, 1! 
ney : sent to S&T 
formal settlement 
its). On March 1 
mands for modific 
ment document: 
originals of th^ pi 
^ttlement docunl 
attorney: This d< 
S&Ps -Marcfivlli 
tofsign^the fpra 
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